United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. 

10/685,125 10/13/2003 Lawrence E. Fosdick 6682-65310-01 4540 

46395 7590 02/04/2009 I FXAMTNFR 

CARGILL, INCORPORATED I examiner 

LAW DEPARTMENT peselev, elli 

P. O. BOX 5624 I 

MINNEAPOLIS, MN 55440-5624 I art unit 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/685,125 


Applicant(s) 

FOSDICK ET AL. 


Examiner 

Elli Peselev 


Art Unit 

1623 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 10 November 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1-23,42,43 and 46-50 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-21. 23. 42. 43 and 46-49 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
November 10, 2008 has been entered. 

Claim 23 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

There is no antecedent basis in claim 20 for the terminology "temperature is from 
105 C or greater" in claim 23 which is limited to the temperature range of about 90 C to 
about 160 C. 

Claims 1, 2-19, 42 and 49 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

A conclusion of lack of enablement means that, based on the evidence regarding 
each of the factors below, the specification, at the time the application was filed, would 
not have taught one skilled in the art how to make and/or use the full scope of the 
claimed invention without undue experimentation. 

(A) The breadth of the claims. 
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The claims encompass converting chitin to glucosamine using HCI at any 
concentration and/or temperature. 

(B) The level of predictability in the art. 

Applicants admit in their response of November 10, 2008 that it took extensive 
research into chemistry of multiple reactions that take place as well as years of trial and 
error experiments varying multiple parameters to determine the appropriate acid 
concentrations, temperatures, starting materials and other parameters, to produce a 
glucosamine acid composition. 

(C) The quantity of experimentation needed to make or use the invention based 
on the content of the disclosure. 

Applicants admit that it would take an undue amount of experimentation to 
determine specific parameters for converting chitin to glucosamine. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 20-21 and 46-48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yang et al (Chinese Agricultural Chemical Society, (1998), 36(6), 
555-564). 

Yang et al disclose a method for obtaining glucosamine by acid hydrolysis of 
fungal biomass (see, for example, paragraph 8 of the translation) with an acidic solution 
at a concentration of 29 at 20 C and a second acidic solution at a concentration of 7.3 % 
at 121 C. Claims 20-21 and 46-48 read on a process of making glucosamine by 
reacting fungal biomass in an acidic solution at a concentration of 9% at a temperature 
of about 90% to about 160 C. Note that claims 20-23 contain the term "comprising", are 
therefore open-ended and don't exclude the first step disclosed by Yang. Further, a 
person having ordinary skill in the art at the time the claimed invention was made would 
have expected that increase in concentration of HCI from 7.3% to 9% will result in a 
greater proportion of conversion from chitin to glucosamine. 

Applicant's arguments filed November 10, 2008 have been fully considered but 
they are not persuasive. 

Applicant contends that Yang teaches using acid composition at a concentration 
of 7.3% while the claims read on a concentration of 9%. Applicant further argues the 
declaration by Dr. Fosdick states that it took extensive research to determine specific 
parameters for converting chitin to glucosamine. Said declaration has been considered 
but has not been found persuasive because said declaration fails to present any data in 
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support of said statement. Specifically, the declaration fails to show that increase in 
concentration of HCI would not have resulted in the greater percentage of chitin to 
glucosamine. Further, on page 1 of the specification, lines 15-19, it is stated that 
glucosamine is a known nutraceutical supplement that has been shown to provide 
significant therapeutic relief for arthritis and joint pain. Therefore, a person having 
ordinary skill in the art at the time the claimed invention was made would have been 
motivated to separate glucosamine and to form food supplement compositions 
containing said glucosamine. 

Claims 22 and 50 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elli Peselev whose telephone number is (571) 272- 
0659. The examiner can normally be reached on 8.00-4.30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia Jiang can be reached on (571) 272-0627. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Elli Peselev/ 

Primary Examiner, Art Unit 1623 



